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In short, the second reason the cited combination would be expected to fail is 
because completion of the required processing requires a substantial advance relative to the 
state of the art that has been defined by the Examiners of cross referenced applications and 
the cited combination of references fails to teach the required advances while documenting 
additional instances of novelty, newness and/or non-obviousness in the claimed invention. 

Summarizing the above discussion, the orthogonal teachings of the cited references 
and a substantial body of evidence developed by the Examiners of cross-referenced 
applications (and the current application) provides convincing proof that the cited 
combination is an almost certain failure not a probable success: The Assignee notes that 
there are still other ways in which the absence of a reasonable expectation of success for the 
cited combination can be documented. 

The 1 July 2005 Office Action fails to meet the third criteria for establishing a prima 
facie case of obviousness because it does not teach or suggest one or more limitations for 
every claim. 

Far from establishing a prima facie case of obviousness for claims 36 - 70, the cited 
combination of references in the 1 July 2005 Office Action provides additional evidence that 
the claimed invention for producing concrete, tangible and useful results is new, novel and 
non-obvious. It does this by calling for a combination of references when the cited 
references teaches away from their proposed combination, by advocating a combination of 
references that is an almost certain failure and by relying on a combination of references that 
fails to suggest almost all of the claim limitations. 

Another way the combination of references cited in the 1 July 2005 Office Action fails 
to establish a prima facie case of obviousness for claims 36 - 70 is that it fails to make the 
invention as a whole obvious as required by MPEP § 2141 .02 which states that: 

In determining the differences between the prior art and the claims, the question under 
35 U.S.C. 103 is not whether the differences themselves would have been obvious but 
whether the claimed invention as a whole would have been obvious. 

As noted previously, the obviousness rejections are based on a combination of 
Marshall and Tull Jr.. Marshall and Tuli Jr. both teach away from the method of the instant 
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application in a number of ways. As rioted previously, the two references also teach away 
from their own combination. Taken together the cited combination of references fails to 
make the invention as a whole obvious. The cited combination also fails to make a single 
aspect of the claimed invention obvious. These failures provide additional evidence that the 
claimed invention for producing concrete, tangible and useful results is new, novel and non- 
obvious. 

The fourth way the 1 July 2005 office action fails to establish a prima facie case of 
obviousness is that it does not teach how a system for portfolio management and a virtual 
reality system could be combined to produce anything useful. It is well established that 
"particular findings must be made as to the reason the skilled artisan, with no knowledge of 
the claimed invention, would have selected these components for combination in the manner 
claimed" (In re Kotzab, 217 F.3d 1365, 1371, 55 USPQ2d 1313, 1317 (Fed. Cir 2000)). In 
spite of this well know requirement, the office action has not described how the teachings of 
these references would be combined or the reason for doing so. The references 
documenting the state of the art for cross referenced applications teach away from the 
proposed combination. Furthermore, as detailed above, the reference teachings make it 
obvious that there are a number of reasons that the cited combination should not be made 
and that once made it could not reasonably be expected to produce anything useful. 

The Assignee notes again that there are still other ways in which all §103 
obviousness rejections in the 1 July 2005 Office Action for claims 36 - 70 can be traversed, 
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Request fo r reference(s) 



On December 2002 and September 2004 notices of allowability provided by the 
Examiner of the instant application were withdrawn from cross-referenced application 
10/097,344. The Assignee presumes that, in keeping with established procedures, the 
withdrawl of these notices of allowability were supported by one or more references. 
Accordingly, the Assignee hereby requests that any reference or references used to support 
a withdraw! of a notice of allowance for 10/0 §7 ,344 be added to the official (written) record 
for the Instant application so thai they may be addressed in a subsequent office action andfor 
appeal. 



The Assignee hereby explicitly reserves the right to present the modified and/or 
canceled claims for re-examination in their original format. The cancellation or modification 
of pending claims to put the inslant application in a final form for allowance and issue is not 
to be construed as a surrender of subject matters covered by the original claims before their 
cancellation or modification. 



The pending claims are of a form and scope for allowance. Prompt notification 
thereof is respectfully requested. 



Respectfully submitted, 



Reservation of r j qhts 



Conclusion 




BcXSennett, President Asset Trust, Inc. 
Date: September 26, 2005 
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